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WIPO Arbitration and Mediation Center
Arbitration Decision by the Administrative Expert Panel
Christian Louboutin S.A. vs  lv xiuli, Lockhart, liu fang, christian louboutin, wangfang, liujie
Case No.：D2010-0383
1.
The concerned parties
The complainant of the present case is Christian Louboutin S.A. located in Paris, France. The authorized agent of the complainant is McCarter & English, LLP of the United States of America.
The respondents of the present case are lv xiuli, Lockhart, liu fang, christian louboutin, wang fang, liujie, from P.R. China. The respondents choose to defend for themselves.
2.
Disputed domain names and registration agent
Disputed domain names are as following:
<bestchristianlouboutin.com>,
<cheapchristianlouboutin.com>,
<christianloubouinvip.com>,
<christianlouboutinall.com>,
<christianlouboutinblack.com>,
<christianlouboutinbootsshoes.com>,
<christianlouboutinbuy.com>,
<christianlouboutincom.com>,
<christianlouboutindesigner.com>,
<christianlouboutinespadrilles.com>,
<christianlouboutinfree.com>,
<christianlouboutin-heels.com>,
<christianlouboutinmall.com>,
<christianlouboutinnew.com>,
<christianlouboutinpink.com>,
<christianlouboutinplatform.com>,
<christianlouboutin-pumps.com>,
<christianlouboutinsaleoff.com>,
<christianlouboutinsandals.com>,
<christian-louboutinshoes.com>,
<christianlouboutin-shoessale.com>,
<christianlouboutinshops.com>,
<christianlouboutinslingbacks.com>,
<christianlouboutinwedge.com>,
<christianlouboutinwedges.com>,
<christianlouboutin2009.com>,
<christianlouboutin-2010.com>,
<christianlouboutin-2011.com>,
<christianlouboutin4you.com>,
<christianlouboutin80off.com>,
<frenchchristianlouboutin.com>,
<louboutinbootssale.com>,
<louboutinespadrilles.com>,
<louboutinpigalle.com>,
<louboutinprive.com>,
<louboutinpumps.com>,
<louboutinshopmall.com>,
<louboutinslingbacks.com>,
<louboutinwedge.com>,
<louboutinwedges.com>。
HiChina Zhicheng, Technology Ltd is the registration agent.
3.
Case Proceedings
WIPO Arbitration and Mediation Center (The Centre) received the complaint on March 12, 2010 and emailed the registration agent HiChina Zhicheng Technology Ltd for confirmation on the registration items related to the disputed domain names on the same day. On March 15, 2010, HiChina Zhicheng Technology Ltd replied by email confirming that the respondents were the registered owners of the disputed domain names and provided their detailed contact information. On March 17,2010， the Centre sent emails in English and Chinese to the concerned parties on language to be used in the administrative proceedings. The complainant replied and submitted the application for using English as language in the administrative proceedings on March 22, 2010. The respondents made no comment on the language issue within the time required. With regard to the notice issued by the Centre on the identities of the respondents, the complainant submitted revised complaint as response to the notice. The Centre confirms that the complaint and the revised complaint complied with the formal requirements of Uniform Domain Name Dispute Resolution Policy (the Policy or UDRP), Rules for Uniform Domain Name Dispute Resolution Policy (the Rules), Supplemental Rules for Uniform Domain Name Dispute Resolution Policy (the Supplemental Rules). 
According to Article 2(a) and Article 4(a) of the Rules, the Centre issued formal notice of complaint to the respondents on March 26, 2010 and the administrative proceedings started on the same day. According to Article 5(a), the deadline for defence submission was April 15, 2010. The respondents submitted defence to the Centre on April 13, 2010.
On April 12, 2010, the complainant applied to add other 12 domain names into the proceedings. The Centre notified the concerned parties that the other 12 domain names had been entered into the present administrative proceedings and any new defence would be submitted before the date of April 24, 2010. The respondents submitted the second defence to the Centre on April 24, 2010.
The Centre appointed Chiang LingLi as the sole expert to hear the present case. The Expert Panel believes that it was properly formed. The Expert Panel submitted <Instrument of Acceptance and Declaration of Impartiality and Independence> in accordance to the requirements for ensuring compliance with Article 7 of the Rules.
4.
Facts
The complainant is a French company known as a world renowned handbag and shoe manufacturer / seller.
The complainant has registered a series of trademarks containing the words “CHRISTIAN LOUBOUTIN” in many places around the world. The complainant has presented their registration lists and registration certificates issued by United State Patent and Trademark Office to prove the ownership of the above-mentioned trademarks. The Expert Panel also noticed that the complainant registered figurative marks containing “LOUBOUTIN” as well.
The complainant owned the domain name <christianlouboutin.com>, which contained full letters of their registered trademark CHRISTIAN LOUBOUTIN.
The Expert Panel noticed that the respondents of the case on domain names dispute were lv xiuli, Lockhart, liu fang, Christian louboutin, wangfang and liujie. The Expert Panel had reasons to believe that the respondents were associated with each other as they all used the same email address.
The respondents registered the disputed domain names above-mentioned on March 6, 9, 31, April 8, 17, 21, 22, 27, June 27, November 12 and December 12 in 2009 respectively. 
5.
Claims of the concerned parties
A.
The Complainant
The complainant stated in the complaint that they had taken the tort matters up with the respondents and sent several warning letters to them but got  no response from the respondents. The complainant claimed that the disputed domain names should be transferred to the complainant immediately for reasons as following:
5.1
The disputed domain names were identical with or confusingly similar to the LOUBOUTIN trademarks.
The complainant alleged that the complaint was filed in the name of Christian Louboutin S.A. and in the name of Mr. Christian Louboutin, Founder of the company. The complainant claimed that they had used and registered CHRISTIAN LOUBOUTIN trademarks; they were entitled to the exclusive legal rights and interests related to trademarks. The complainant claimed that “Christian Louboutin” or “Louboutin” were contained in all the disputed domain names.
The complainant claimed that the disputed domain names containing “CHRISTIAN LOUBOUTIN” as a whole were obviously confusingly similar to the trademarks prior used and registered by them. The complainant cited precedents to support their claim. 
The complainant also claimed that the disputed domain names only containing “Louboutin” were also confusingly similar to their registered “LOUBOUTIN” series trademarks since “Louboutin” was the main and distinctive part of their registered “LOUBOUTIN” series trademarks. The disputed domain names contained the main and distinctive part of the registered trademarks and therefore should be deemed as confusingly similar their registered “LOUBOUTIN” series trademarks. The complainant submitted evidences to prove that the word “Louboutin” comprised the main distinctive part of their registered trademarks and the fact of relevance between “Louboutin” and “Christian Louboutin”. The complainant cited precedents to support their claim.
Meanwhile, the complainant claimed that the suffix “.com” of the disputed domain names was not meaningful in deciding the similarity between the domain manes with the registered trademarks. The complainant believed the disputed domain names were identical and confusingly similar to their LOUBOUTIN trademarks.
5.2
The respondents were not entitled to any right or lawful interest over the disputed domain names.
The complainant claimed that the disputed domain names were purposed to be used to promote and sell counterfeits, including counterfeit commodities bearing the trademark “Christian Louboutin” and the respondents had no right or lawful interests to those domain names. The complainant pointed out that the prima facia evidence submitted to prove the respondents of bad faith deprive the respondents of any right or lawful interests over the disputed domain names.
5.3
The respondents conducted the registration and used the domain names in bad faith.
Based upon facts as following, the complainant claimed registration of those disputed domain names were obtained and used by the respondents in bad faith.
(1)    The complainant never either authorized or allowed the respondents to use LOUBOUTIN trademarks; never authorized the respondentsto register the disputed domain names wholly or partially containing LOUBOUTIN trademarks;
 (2)    The respondents registered the disputed domain names without any permission or authorization from the complainant;
 (3)    The respondents gained economic benefits from using the disputed domain names and directed the internet users to the website promoting and selling counterfeits  “Christian Louboutin”.;
 (4)    The respondents attempted to mislead the internet users into believing that the disputed domain names has certain connection with the complainant; and
 (5)    By selling counterfeits “Christian Louboutin” in the websites using the disputed domain names, the respondents seriously disturbed the normal business of the complainant.
The complainants  cited a number of precedents and evidences to support their claims above described.  

B. The respondents
The respondents submitted two defences on April 13 and 24, 2010.
As stated in the defence of April 13, the respondents argued that:
1.   The application and registration complied with legal procedures;
2.  They supplied the consumers with products at reasonable prices. Those consumers were linked to their websites through Google. They did not force the customers or deceive them into buying the products;
3.  They had evidences to show that they were offering or planned to offer reliable service and commodities through the disputed domain names before they received the complainant’s claim;
4.   They were well-known for using the disputed domain names although they did not have the ownership of the registered trademarks;
5. They used the disputed domain names in a reasonable legal way without intention to make profit or mislead consumers into confusion or discredit the registered trademarks;
6.  Many consumers could not afford the expensive Christian Louboutin shoes; therefore they set up websites to sell Louboutin shoes;
7.  They were not intended to disturb the normal business of the competitors; and
8. Their purpose was to attract consumers interested in Christian Louboutin. Those consumers linked to the websites by themselves. They did not mislead the consumers into buying their commodities. 
The respondents argued in the defence submitted to the Centre on April 24, 2010: 
1.  On the issue whether or not the disputed domain names are identical with the trademarks owned by the complainant and constitute confusion of similarity.
The respondents argued that they followed the application rules and service instructions to buy the domain names from the domain name trade center and use the disputed domain names without any illegal or dishonest intention of infringing the complainant’s lawful interests.
2. On the issue whether or not  the respondents have lawful right or interests over the disputed domain names
The respondents argued that they applied and used the disputed domain names through lawful procedure.  They only sold their own products by using those pictures. Their products or commodities sold were irrelevant with the products of the complainant. They never intended to infringe the complainant’s interests. 
3. On the issue whether or not  the disputed domain names were registered and used in bad faith.
The respondents argued that the domain names they have applied and used were not used as trademarks of the products listed in the websites, but only as domain names, which in principle did  not constitute any wrongdoing. The domain name used by the complainant was <christianlouboutin.com>,  not <christianlouboutinbuy.com>. As long as the complainant did not own the patent right of the domain name <Christianlouboutinbuy.com>, the respondents were entitled to the lawful rights to use this domain name and the complainant had no right to interfere.
At the end the respondents agreed to try their best to satisfy certain reasonable request of the complainant in some other way.
6.
Analysis and Conclusion
A.   Whether or not to accept the application of adding other 12 domain names into the present proceedings.
The complainant applied to add other 12 domain names into the proceedings on April 12, 2010. The Expert Penal noticed that there was no prohibitive norm on adding new disputed domain names into complaint by the Policy, the Rules, or the Supplemental Rules. Furthermore, the application was submitted within the respondents’ period prescribed for submission of defence. The respondents excited their right and submitted new defence without objection against adding the new domain names into present proceedings. Therefore, adding the new disputed domain names into present proceedings brings no breach of the procedure rules or injustice to either of the parties. The Expert Penal herein accepts the application for adding the other 12 domain names into present proceedings.
B.      Language to be used in the administrative proceedings
The complaint was drafted in English. Unless otherwise stated in registration agreement or agreed upon by the parties, according to Article 11 of The Rules, language to be used in the administrative proceedings is the language used in the registration agreement.
On March 17,2010，the Centre send English and Chinese emails to the concerned parties on language to be used in administrative proceedings. The centre kept using two languages (namely English and Chinese) throughout the administrative proceedings. The complainant went for English by claiming that the websites using the disputed domain names contained English contents and offered service of on-line conversation in English with the purpose of attracting internet users from English-speaking countries, furthermore, the respondents knew English quite well, and could use English for communication, but on the other side, the complaint did not quite understand Chinese. The respondents made no comment on the language issue within the period required. 
         In this instant case, the domain names in dispute are wholly comprised by English letters and the websites linked to the disputed domain names contain English content as well. The respondents replied the Centre by emails written in English and submitted their defence in English. The Expert Penal concludes that the respondents have the capability to use English as language in the proceedings.  No substantial injustice would be caused by accepting English complaint. However, the language used in registration agreement is Chinese. No other agreement was concluded on which language to be used in the administrative proceedings. Accordingly, the Expert Penal decides to use Chinese in this Arbitration Decision. 
A.
Identical or confusingly similar
The Expert Penal notices that the complaint was filed in the name of Christian Louboutin S.A. together with its founder Mr. Christian Louboutin.. Thus, the complainant include Christian Louboutin S.A. and Mr. Christian Louboutin. According as the evidences such as certificates of the trademarks registration etc presented by the complainant, the Expert Penal accepts the complainant’s claim for the ownership of the registered trademark “CHRISTIAN LOUBOUTIN”. The Eexpert Penal also notices that the registration date of the trademark above-mentioned is earlier than the registration date of the disputed domain names.
The disputed domain names are:

<bestchristianlouboutin.com>、<cheapchristianlouboutin.com>、<christianloubouinvip.com>、<christianlouboutinall.com>、<christianlouboutinblack.com>、<christianlouboutinbootsshoes.com>、<christianlouboutinbuy.com>、<christianlouboutincom.com>、<christianlouboutindesigner.com>、<christianlouboutinespadrilles.com>、<christianlouboutinfree.com>、<christianlouboutin-heels.com>、<christianlouboutinmall.com>、<christianlouboutinnew.com>、<christianlouboutinpink.com>、<christianlouboutinplatform.com>、<christianlouboutin-pumps.com>、<christianlouboutinsaleoff.com>、<christianlouboutinsandals.com>、<christian-louboutinshoes.com>、<christianlouboutin-shoessale.com>、<christianlouboutinshops.com>、<christianlouboutinslingbacks.com>、<christianlouboutinwedge.com>、<christianlouboutinwedges.com>、<christianlouboutin2009.com>、<christianlouboutin-2010.com>、<christianlouboutin-2011.com>、<christianlouboutin4you.com>、<christianlouboutin80off.com> and <frenchchristianlouboutin.com>
 Those disputed domain names all contain the complaint’s entire CHRISTIAN LOUBOUTIN trademark. The other words in the disputed domain names such as  best, French, cheap, vip, all, black, shoes, buy, com, designer, free, mall, new, espadrilles, wedge, platform, saleoff, shoessale, shops, 2009, 2010, 2011 etc are only words or figures of meanings devoid of any distinctive character. Those words cannot make the disputed domain names distinguishable from the complaint’s registered trademarks. In fact, most of those words  have meanings such as “mall”, “buy”, “shoes” and “France” which is where the complaint is located and adding these words in the disputed domain names is more likely to convince the internet users that the disputed domain names are used to sell the products bearing the complaint’s trademark CHRISTIAN LOUBOUTIN and therefore mislead the internet users to believe that the domain names and the complaint are associated. The respondents made no defence against the similarity between the disputed domain names and the registered trademark of the complainant, or denied the genuineness and connection of the evidences such as the trademark certificate. The Expert penal therefore concludes that the distinctive part of the disputed domain names is identical with the trademark “CHRISTIAN LOUBOUTIN” registered by the complainant; Confusion as of similarity to registered trademark is constituted.
The complainant has registered figurative marks of LOUBOUTIN in Mainland China, Hong Kong and other countries and regions. The figurative marks include No.G1013915 graphic trademark registered in Mainland China and No. 301423863 graphic trademark registered in Hong Kong. There trademarks are device logo, but the word “LOUBOUTIN” still comprises the distinctive part of the marks. 
The disputed domain names [<louboutinbootssale.com>、<louboutinespadrilles.com>

<louboutinpigalle.com>, <louboutinprive.com>, <louboutinpumps.com>, <louboutinshopmall.com>、<louboutinslingbacks.com>, <louboutinwedge.com> and <louboutinwedges.com> contain the whole distinctive part of the LOUBOUTIN trademark. Furthermore, the other words contained in the disputed domain names, such as “sale”, “espadrilles”, “pumps”, “shop”, “mall” “slingbacks”, “pigalle”, etc are only words or figures of meanings devoid of any distinctive character. Those words cannot make the disputed domain names distinguishable from the registered trademarks. Most of these words have the meaning of  “mall”, “sale” ,“shoes”. Adding these words in the disputed domain names is more likely to make the internet users convinced that the disputed domain names are connected with the complainant. In addition, if search “LOUBOUTIN” through internet search engine, the shoes related websites among the search results are all connected with the complainant, which indicates that internet users are likely to be misled into confusion.  The respondents made no defence against the evidence presented by the complaint or the fact of confusion between the disputed domain names and the registered trademark. The Expert penal concludes the disputed domain names constitute confusion as of similarity to the LOUBOUTIN figurative marks.
         The respondents unquestioned  the ownership of the trademarks, made no defence against the claim of similarity between the disputed domain names and the trademarks of the complainant,  but only argued in the defence that the disputed domain names were purchased from lawful domain name trade center and used according to the related regulations concerning domain name application and use, and the products they sold had no connection with the complainant. However, the fact that the disputed domain names were applied does not suggest dissimilarity of the disputed domain names to the complainant’s trademarks, and whether or not the products sold in the websites are related to the complainant is irrelevant to the similarity of the disputed domain names to the complainant’s trademarks. Therefore, the Experts Penal concludes that the respondents’ defence is groundless and the complainant’s claims should be supported. 
Based upon the facts aforesaid, the claims lodged by the complainant comply with the first element of Article 4(a) of The Policy.
B. Right or lawful interests
According to the complainant’s claim, the complainant has no connection with the respondents. The complainant insisted that they never authorized or allowed the respondents to use LOUBOUTIN trademarks or apply for registration of the disputed domain names containing the whole or part of the LOUBOUTIN serial trademarks.
If the complainant could provide prima facia evidences to prove that the respondents have no right or lawful interests related to the disputed domain names, the respondents would have to prove that they are entitled to the right or lawful interests over the domain names by evidences. Otherwise the Expert Penal  would conclude that the complainant’s claims comply with Article 4(a) of the Policy.(Please see details in Croatia Airlines d.d. v. Modern Empire Internet Ltd., WIPO, case No. D2003‑0455)
The respondents did not submit prudent evidences in the relevant section of their defence concerning their entitlement to the right or lawful interests related to the disputed domain names as required, or question the veracity of the complainant’s evidence. The Expert Penal confirms the prima facia veracity of the complainant’s evidences proving that the respondents have no right or lawful interests related to the disputed domain names.
Based upon the facts aforesaid, the claims of complainant comply with the second element of Article 4(a) of The Policy.
C. Register and use the domain names in bad faith
According to the relevant evidences submitted by the complainant, the websites connected with the disputed domain names<christianlouboutincom.com>, <christian-louboutinshoes.com>, <christianloubouinvip.com>, <christianlouboutin4you.com>, <christianlouboutinblack.com>, <christianlouboutinbootsshoes.com>  and  <christianlouboutinbuy.com> were used to sell shoe products for economic profits. The websites connected with domain names newly added into this proceeding on April 12, 2010 by the complainant were used in the same way. Those websites contained the complainant’s registered trademarks. The shoe products supplied were similar to the complainant’s products and business scope. The disputed domain names are confusingly similar to the complainant’s registered trademarks. The internet users will be taken to mistake and confuse about the producer or origin of the products. The respondents made no defence against the evidences submitted by the complainant.
Furthermore, “christian louboutin” contained in the disputed domain names is the founder’s name of the complainant which is so original and enjoys high distinctiveness. CHRISTIAN LOUBOUTIN and LOUBOUTIN device trademarks are famous in the related fields and have been used by the complainant for years in all kinds of commercial activities and have acquired distinctiveness through use and become easily distinguishable for the public. Besides the disputed domain names aforesaid, the respondents’ intentional action of registering other domain names similar to the complainant’s trademarks has prevented the complainant from registering corresponding domain names reflecting their trademarks. The respondents registered the disputed domain names in bad faith. It is very possible that while registering the disputed domain names the respondents knew that the internet users would have the websites associated with the complainant.
Moreover, the respondents stated on Page 9 of their defence submitted on April 13, 2010, “Many consumers wish to find  Christian Louboutin products through on-line search engine but cannot afford the high expenses of those shoes, that’s why we set up websites to sell Louboutin shoes” and “ We only aim at attracting consumers who are interested in Christian Louboutin products……” The respondents’ statements approve that they were aware of the the complainant and Christian Louboutin products and attempted to attract internet users interested in Christian Louboutin products for commercial profits.
The respondents argued that the domain names they have applied and used were not used as the trademarks of the products listed on websites, anf as long as the complainant did not own  patent right  over  <Christianlouboutinbuy>, the respondents were entitled lawful rights to use the domain name <christianlouboutinbuy.com>. The Expert Penal concludes that, Article 4(b) of the Policy lists several examples of bad faith but not restricts bad faith within using the disputed domain names as product trademarks. Actually, evidences submitted by the complainant and results searched out by the Expert Penal show that websites connected with the disputed domain names while selling shoes employ lots of uses of CHRISTIAN LOUBOUTIN trademarks. The existence of bad faith has no relevance of patent right ownership over the disputed domain names. Moreover, the Policy established no requirement on complainant’s ownership of patent right to complain. According to Article 4(a) (i), the complainant’s claims will satisfy the requirements of  Article 4(a) (i) of the Policy as long as the complainant owns the trademark right and the disputed domain names are identical or confusingly similar to the said registered trademark. Evidences submitted by the respondents such as “Summery of Customer Feedbacks”, “Information Collection of Product or Supplier” has no relevance of the existence or absence of bad faith. The Expert Penal herein concludes that the respondents’ defence is groundless.
The complainant’s claims comply with the third element of Article 4(a) of the Policy. 
7.
The Arbition decison
According to Article 4 (i) of the Policy and Article 15 of the Rules, the Expert Penal order  to transfer the ownership of the following domain names to the complainant:
<bestchristianlouboutin.com>,
<cheapchristianlouboutin.com>,
<christianloubouinvip.com>,
<christianlouboutinall.com>,
<christianlouboutinblack.com>,
<christianlouboutinbootsshoes.com>,
<christianlouboutinbuy.com>,
<christianlouboutincom.com>,
<christianlouboutindesigner.com>,
<christianlouboutinespadrilles.com>,
<christianlouboutinfree.com>,
<christianlouboutin-heels.com>,
<christianlouboutinmall.com>,
<christianlouboutinnew.com>,
<christianlouboutinpink.com>,
<christianlouboutinplatform.com>,
<christianlouboutin-pumps.com>,
<christianlouboutinsaleoff.com>,
<christianlouboutinsandals.com>,
<christian-louboutinshoes.com>,
<christianlouboutin-shoessale.com>,
<christianlouboutinshops.com>,
<christianlouboutinslingbacks.com>,
<christianlouboutinwedge.com>,
<christianlouboutinwedges.com>,
<christianlouboutin2009.com>,
<christianlouboutin-2010.com>,
<christianlouboutin-2011.com>,
<christianlouboutin4you.com>,
<christianlouboutin80off.com>,
<frenchchristianlouboutin.com>, 
<louboutinbootssale.com>,
<louboutinespadrilles.com>,
<louboutinpigalle.com>,
<louboutinprive.com>,
<louboutinpumps.com>,
<louboutinshopmall.com>,
<louboutinslingbacks.com>,
<louboutinwedge.com> and
<louboutinwedges.com>. 
                                            

Chiang Ling Li
Sole Expert
Dated:  May 20, 2010
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